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DETAILED ACTION 
Ciaim Rejections - 35 use § 101 

1; 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1 - 6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Applicant's claim of a "structure" does not fit 
into any of the statutory categories as enumerated above. 

Claim Rejections '35 use §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 7-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point but and distinctly claim the subject matter vyhich 
applicant regards as the invention. 

5. Applicant's use of the phrase "makes deposits" in lines 8-9 of claim 7 is indefinite 
because it is unclear as to the meaning of the limitation. Examiner interprets the 
phrase in combination with contributing capital and the deposit of that capital. Claims 8- 
1 1 recite the same subject matter as claim 7 and are rejected for the same reasons 
discussed above. 
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Claim Rejections - 35 use § 102 

6. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. . . 

7. Claims 1-3 and 5-8, 1 0 and 11 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Schloss (U.S. 2002/0065753). 

As to claim 1 , Schloss shows a limited liability structure, comprising: 
a holding company, organized as a limited liability company (para. 0095 and Fig. 

1, element 116); and 

various business entities, organized as limited liability companies and wholly 

owned and managed by the holding company in distinct locales (para. 0102, 0111 and 

0126). 

Schloss does not expressly disclose a chartered bank or a franchise Ijank. 
However, these organizational fonns are not functionally related to the structure as 
claimed. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in temns of patentability. See In re Gulack, 703 F. 2d 1 381 ,. 1 385, 21 7 
USPQ 401, 404 (Fed. Cir. 1983): In re Lowry, 32 F, 3d 1579, 32 USPQ 2d 1031 (Fed. 
Cir. 1994). 
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As to claim 2, Schjoss shows all elements of claim 1 . Schloss further shows a 
holding company comprised of: 

at least one management member maintaining ownership in the holding 
company and performing management duties for the holding company(para. 0053); 

at least one founding member, maintaining ownership in the holding company 
and contributing initial concept and capital to the holding company (para. 0053, 0098 
and 0099); and 

at least one investment member, maintaining ownership in the holding company 
and contributing capital to the holding company (para. 0053, 0098 and 0099). 

As to claim 3, Schloss shows all elements of claim 1 . Schloss further shows a 
holding company that provides a plurality of general services to support the holding 
company and business entities (para. 0099 and 0126). 

As to claim 5, Schloss shows all elements of claim 1 . Schloss further shows a 
business entity further comprising and servicing a business member who is designated 
to make business deposits, and to receive yearly distributions of profits (para. 0098 and 
0099). 

As to claim 6, Schloss shoyvs all elements of claim 1 . Schloss further shows a 
business entity further comprising an individual member (para. 0053), who is designated 
to make individual deposits, and to receive yearly distributions of profits (para. 0098 and 
0099). 

As to claim 7. Schloss shows a business method utilizing a limited liability 
business entity structure, comprising the steps of: 



Application/Control Number: 10/700,067 Page 5 

Art Unit: 3609 

organizing a holding company, designated as a limited liability company (para. 
0095. and Fig. 1, element 116): ' . 

organizing business entities, which are organized as limited liability companies 
and are wholly owned and managed by the holding company (para. 0102, 01 1 1 and 
0126); 

designating at least one management member, who contributes capital and 
makes deposits, and engages in management of the holding company and business 
entity (para. 0053, 0098 and 0099); 

designating at least one founding member, who contributes conception and 
capital to the holding company (para. 0098 and 0099); and 

designating at least one Investment member, who contributes capital and makes 
deposits to the holding company (para. 0099). 

Schloss does not expressly disclose a chartered bank or franchise bank. 
However, these organizational forms are not functionally related to the method as 
claimed. Thus, this descriptive material will not distinguish the claimed method from the 
prior art in terms of patentability, see In re Gulack, 703 2d 1381, 1385, 217 USPQ 
401 . 404 (Fed. Cir. 1983); In re Lowry, 32 F; 3d 1579. 32 USPQ 2d 1031 (Fed. Cir. 
1994). . . 

As to claim 8, Schloss shows all elements of claim 7. Schloss further shows a 
holding company providing a plurality of general services to support the holding 
company and other business entity (para. 0099 and 0126). 
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As to claim 10, Scliloss shows all elements of claim 7.. Schloss further shows a 
business entity designed to accept and service a business member who is designated 
to make business deposits and to receive yearly distributions of profits (para. 0053, 
0098 and 0099). 

As to claim 1 1 , Schloss shows all elements of claim 7. Schloss further shows a 
business entity designed to accept and service an individual member who is designated 
to make individual deposits and to receive yearly distributions of profits (para. 0053, 
0098,0099). 

Claim Rejections - 35 use § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Pateritability shall not be negatived by the manner in which the invention was made. 

9. Claims 4 and 9 are rejected under 35 U.S.C. i03(a) as.being unpatentable over 
Schloss (U.S. 2002/0065753) in view of official notice and further in view of Mares (The 
Importance of a Well-Drafted LLC Operating Agreement," article in The Tax Adviser, 
Aug. 1996). 

As to claim 4, Schloss shows all elements of claim 1 . Schloss further shows a 
holding company with a founding member who is designated to contribute capital (para. 
0095. 0098 iand 0099). 
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Schloss does not specifically show a member electing board members or voting 
to distribute profits. 

Mares teaches members formulating an operating agreement to establish which 
members will exercise various rights - e.g., contribution to capital and voting on issues 
such as operational issues, economic issues, choosing board members, profit 
distribution, etc. (pg. 484-488). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the invention disclosed in Schloss by the method taught by 
Mares in order to specifically and clearly designate which business members are 
responsible and to what degree, for capital contribution and voting to elect board 
members and to distribute profits. 

As to claim 9, Schloss shows all elements of claim 7. Schloss further shows a 
business entity with a founding member (para. 0095 and 0098) who Is designated to 
contribute capital ( para. 0095, 0098 and 0099); 

Schloss does not specifically show a member electing board members or voting 
to distribute profits. 

Mares teaches formulating an operating agreement to establish which business 
members will exercise. various rights - e.g., contribution to capital and voting on issues 
such as operationalissues, economic issues, choosing board members, profit 
distribution, etc. (pg. 484- 488). 

It would have been obvious to one of ordinary skill in the art at the time of the 
Invention to have modified the invention disclosed in Schloss by the method taught by. 
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Mares in order to specifically and clearly designate which company members are 
responsible for capital contribution and voting regarding business issues such as board 
member choice and profit distribution. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carol See whose telephone number is (571) 272-9742. 
The examiner can normally be risached on Monday - Thursday 6:45 am - 5:15 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoi Tran, can be reached on (571 ) 272-6919. The fax phone number for 
the organization where this application or proceeding, is assigned is 571-273-8300. 

' Information regarding the status of an application may be obtained froni the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR/ 
Status information for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAfR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1i97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR, CANADA) or 571-272-1000. 
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Patent Examiner 
Art Unit 3609 
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